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DETAILED ACTION 
Status of Claims 

Independent Claims 1,16 and 27 have been amended. Dependent Claims 2-3, 5, 7-8, 10, 
12, 17-18, 21-24, and 28-30 have been amended. Claims 1-32 remain pending in the application 
and are again presented for examination. 



Response to Arguments 

1. Applicant's amendments filed 3 April 2006, with respect to the rejection under 35 U.S.C. 
section 1 12, second paragraph, have been fully considered. Therefore the rejection is withdrawn. 

2. Applicant's arguments filed 3 April 2006, with respect to the rejection under 35 U.S.C. 
section 101, have been fully considered. Therefore the rejection is withdrawn. 

3. Applicant's arguments filed 20 March 2006, with respect to the rejection under 35 U.S.C. 
section 103, have been fully considered but they are not persuasive. 

4. Applicant's argues (with respect to claims 1,16 and 27) that Schoenbaum's method of 
estimating is inaccurate. Applicant alleges that Schoenbaum requires only that the user provide 
information on the total number of prescriptions that the user may need in the upcoming year and 
not on a drug-by-drug basis. However, Examiner notes that Schoenbaum discloses for each 
application of the HCC, one obtains data on the actual health service use of a reference 
population that is comparable to the particular set of users for which the HCC is intended. 
Specifically, one obtains medical conditions (i.e. specific prescriptions drugs). Other specific 
information that is disclosed is analogous descriptors (for prescription drugs, one obtains the 
drug name, strength dosage, and volume dispensed). Where the price of the health scare services 
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(i.e. prescriptions medication) are estimated. Where wholesale prices for prescription drugs are 
also obtained (0046; 0048). Table 3a also discloses a prescription drug cost of the drug used by 
the employee, the billed charge, and the out-of-pocket cost for plans A and B. The same is done 
for the employee's spouse. The annual out-of-pocket costs associated with each specific health 
condition are also calculated, therefore the estimates of the prescription drug utilization are 
calculated based on the specific drug used to treat the user's specific health condition (0283). 
For example, if a user is being treated for hypertension, the drug they are prescribed will be for 
hypertension. Therefore, when the user's utilization quantity is estimated, it is estimated based 
on a reference population that is equivalent, i.e. has the same medical conditions and 
consequently the same prescription medication (0327-0330). 

Even if Schoenbaum did not disclose utilizing the unit cost of supplying each prescription 
drug under the plan and estimating the total prescription costs for a consumer based on the 
consumer's projected prescription drug utilization quantity for each prescription drug, it would 
have been obvious to one of ordinary skill in the art at the time of applicant's invention to 
estimate a user's cost of prescription drugs for a certain plan based on their predicted use for a 
specific time. 

Claim Rejections - 35 USC § 103 
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over Schoenbaum 

et al., Pub. No. US2002/0147617 Al in view of Toan et al., Pub. No US2002/0095316 Al. 

As per Claim 1 , Schoenbaum et al. discloses a method for using a computer apparatus for 
evaluating a plurality of plans, each plan having one or more plan design options, from which a 
plurality of consumers may each select one of the plans under which a provider supplies a 
selecting consumer's prescription drug utilization quantity of one or more prescription drugs, the 
computer apparatus comprising an input device for receiving input data, a memory device 
connected to the input device for storing the input data, a processor connected to the memory 
device which is programmed to perform operations upon the stored data to produce output data, 
and an output device connected to the processor for outputting the output data, the method 
comprising the steps of: 

- estimating the utilization quantity of each prescription for each consumer, thereby 
obtaining a projected prescription drug utilization quantity for each consumer 
(Para. 222; 258, lines 8-10); 

- calculating the estimated cost by accumulating the costs of supplying each 
prescription drug to each consumer under the predicted plan, whereby the cost of 
supplying each consumer is the sum of the unit cost of each prescription drug 
multiplied by the consumer's projected prescription drug utilization quantity of that 
prescription drug, less any payments made by the consumer (Para. 232; 251, lines 1 1- 
15); 
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Nevertheless, Schoenbaum et al. fails to disclose: 

inputting values corresponding to each plan design option in each plan; 

- inputting the unit cost of supplying each prescription drug provided under the plans; 

- predicting the plan selected by each consumer; and 
outputting the estimated cost. 

However, Toan et al. discloses inputting data corresponding to each plan; inputting the unit cost 
of supplying each product (Para. 5); predicting the plan selected by each consumer (Para. 15), 
and out the estimated cost (Para. 10). It would have been obvious to one of ordinary skill in the 
art at the time of applicant's invention to modify the method of Schoenbaum et al. and provide 
the capability to input and output cost and data corresponding to each plan as disclosed by Toan 
et al. because it would be obvious to want to provide information regarding the prospective plan 
to the consumer so that they may formulate an informed decision concerning the plan. It would 
have also been obvious to one of ordinary skill in the art at the time of applicant's invention to 
modify the method of Schoenbaum et al. and provide the capability for predicting a plan to be 
chosen by the consumer as disclosed by Toan et al. because in order to provide pertinent 
information regarding plans to a consumer a prediction based on specific criteria would have to 
be made in order for the relevant information to be provided. 

As per Claim 2 , Schoenbaum et al. further discloses a method wherein the step of 
estimating the projected prescription drug utilization quantity of each product for each consumer 
comprises deriving the estimated utilization quantity from the consumers historical utilization 
quantity of the product (Para. 222, Table 3a). 
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As per Claim 3 , Schoenbaum et al. further discloses a method wherein the step of 
estimating the prescription drug utilization quantity of each prescription drug for each consumer 
comprises deriving the projected prescription drug utilization quantity from the average 
historical prescription drug utilization quantity of a population segment having at least one 
demographic, medical or attitudinal characteristic similar to those of each consumer (Para. 232, 
lines 3-6). 

As per Claims 4, 6, 9, 11, and 13 , Schoenbaum et al. further discloses a method wherein 
the population segment comprises a representative sample of the consumers (Para. 39). 

As per Claim 5 , Schoenbaum et al. further discloses a method wherein the step of 
estimating the projected prescription drug utilization quantity of each prescription drug for each 
consumer is derived from the historical prescription drug utilization quantity of a randomly 
selected member of a population segment having at least one demographic, medical or attitudinal 
characteristic similar to those of each consumer (Para. 232, lines 3-6). 

As per Claim 7 , Schoenbaum et al. further discloses a method wherein one or more of the 
plans requires payments by the consumers and wherein the step of predicting the plan selected by 
each consumer comprises identifying the plan which requires the minimum payment by each 
consumer for each consumer's historical utilization quantity of each prescription drug 
(Col. 24, lines 10-31). 
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As per Claims 8, 10, and 12 , Schoenbaum et al. fails to disclose a method wherein the 
step of predicting the plan selected by each consumer comprises identifying the plan most 
commonly preferred by a population segment having at least one demographic, medical or 
attitudinal characteristic similar to those of each consumer. However, Toan et al. discloses a 
system wherein the best perceived plan is identified by the system using data from a subject 
group (Para. 15). It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to modify the method of Schoenbaum et al. and provide a system that 
would identify the most preferred plan based on subject group data as disclosed by Toan et al. 
Toan et al. provides motivation for providing a customer with the most preferred plan according 
to a subject group with similar demographic characteristics so that the customer may choose the 
plan with most beneficial options for their current status (Para. 34). 

As per Claims 14, 25, and 31 , Schoenbaum et al. further discloses a method further 
comprising the step of adjusting the plan design option values according to the difference 
between a predetermined target cost and the calculated estimated cost (Para. 283; 284). 

As per Claims 15, 26, and 32 , Schoenbaum et al further discloses a method further 
comprising the step of inputting the predetermined target cost and wherein the step of adjusting 
the plan design option values according to the difference between the predetermined target cost 
and the calculated estimated cost is performed by the processor (Para. 283; 284). 
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As per Claim 16 , Schoenbaum et al. discloses a computer based system for determining 
the values corresponding to each plan design option of a plurality of plans, from which a 
plurality of consumers may each select and under each of which plans a provider supplies each 
selecting consumer's prescription drug utilization quantity of one or more prescription drug , 
such that the estimated cost to the provider of supplying the prescription drugs is equal to a 
predetermined target cost, comprising: 

- the processor programmed for estimating the utilization quantity of each prescription 
drug for each consumer, thereby obtaining a projected prescription drug utilization 
quantity, predicting the plan selected by each consumer, and calculating the estimated 
cost by accumulating the costs of supplying each consumer, whereby the cost of 
supplying each consumer is the sum of the unit cost of each prescription drug 
multiplied by the consumer's projected prescription drug utilization quantity of that 
prescription drug, less any payments made by the consumer (Para. 232; 251, lines 1 1- 
15); and 

- means for adjusting the plan design option values according to the difference between 
the target cost and the estimated cost (Para. 283; 284). 

Nevertheless, Schoenbaum et al. fails to disclose: 

- an input device for receiving input data, 

- a memory device connected to the input device for storing the input data, 

- a processor connected to the memory device which is programmed to perform 
operations upon stored data to produce output data, and 

- an output device connected to the processor for displaying the output data; 
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- the input device capable of receiving data representing proposed initial values 
corresponding to each plan design option in each plan and the unit cost of supplying each 
prescription drug. 

However, Toan et al. discloses an input device for receiving input data (Para. 12); a memory 
device connected to the input device for storing the input data (Para. 13); a processor connected 
to the memory device which is programmed to perform operations upon stored data to produce 
output data (Para. 14), an output device connected to the processor for displaying the output data 
(Para. 15), and the input device capable of receiving data representing proposed initial values 
corresponding to each plan design option in each plan and the unit cost of supplying each 
product (Para. 15). It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to modify the computer system of Schoenbaum et al. and provide an 
computer based system to input, store, process and output cost and data corresponding to each 
plan as disclosed by Toan et al. because it would be obvious to want to provide information 
regarding the prospective plan to the consumer so that they may formulate an informed decision 
concerning the plan. 

As per Claim 17, and 28 , Schoenbaum et al. further discloses a system wherein the input 
device is capable of receiving data representing each consumer's historical utilization quantity of 
each prescription drug and wherein the processor is programmed for estimating the projected 
prescription drug utilization quantity of each prescription drug for each consumer as a function 
of the consumer's historical utilization quantity of each prescription drug (Para. 222; 226; 230; 
258, lines 8-10). 
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As per Claim 18 , Schoenbaum et al. further discloses a system wherein the processor is 
programmed for estimating the projected prescription drug utilization quantity of each 
prescription drug for each consumer as the consumer's historical utilization quantity of each 
prescription drug (Para. 222; 226; 230; 258, lines 8-10). 

As per Claim 19 , Schoenbaum et al. fails to disclose a system wherein the output device 
is capable of displaying the estimated cost to a user. However, Toan et al. discloses a method 
wherein the calculated data is outputted (Para. 10). It would have been obvious to one of 
ordinary skill in the art at the time of applicant's invention to modify the method of Schoenbaum 
et al. and provide the capability to output the calculated data as disclosed by Toan et al. because 
it would be obvious to want to display the calculated data corresponding to the plan options to 
the customer. 

As per Claim 20 , Schoenbaum et al. further discloses a system further comprising means 
for inputting signals from a user and wherein the means for adjusting the plan design options 
according to the difference between the target cost and the estimated cost comprises means for 
adjusting the plan design options according to inputs received from the user (Para. 283, 284). 

As per Claim 21 , Schoenbaum et al. further discloses a system wherein the input device 
is capable of receiving data representing the average prescription drug utilization quantity of a 
population segment having at least one demographic, medical or attitudinal characteristic similar 
to those of each consumer and wherein the processor is programmed for estimating the projected 
prescription drug utilization quantity of each prescription drug for each consumer as a function 
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of the average prescription drug utilization quantity of a population segment having at least one 
demographic, medical or attitudinal characteristic similar to those of each consumer (Para. 39; 
222; 226; 230; 258, lines 8-10). 

As per Claim 22 , Schoenbaum et al. further discloses a system wherein the processor is 
programmed for estimating the projected prescription utilization quantity of each prescription 
drug for each consumer as the average prescription drug utilization quantity of a population 
segment having at least one demographic, medical or attitudinal characteristic similar to those of 
each consumer (Para. 39; 222; 226; 230; 258, lines 8-10). 

As per Claim 23 , Schoenbaum et al. discloses a system wherein the input device is 
capable of receiving data representing the plan selection criteria preferred by members of a 
population segment having at least one demographic, medical or attitudinal characteristic similar 
to those of eachconsumer (Para. 39). 
Nevertheless, Schoenbaum fails to disclose: 

wherein the processor is programmed for predicting the plan selected by each 
consumer as the plan most closely matching the plan selection criteria. 

However, Toan et al. discloses a processor that predicts the plan selected by each consumer that 
closely matches the plan selection criteria (Para. 15). It would have been obvious to one of 
ordinary skill in the art at the time of applicant's invention to modify the system of Schoenbaum 
et al. and provide the capability for predicting a plan to be chosen by the consumer as disclosed 
by Toan et al. because in order to provide pertinent information regarding plans to a consumer a 
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prediction based on specific criteria would have to be made in order for the relevant information 
to be provided. 

As per Claim 24 , Schoenbaum et al. further discloses a system wherein the processor is 
programmed for estimating the projected prescription drug utilization quantity of each 
prescription drug for each consumer as the average utilization quantity of a population segment 
having at least one demographic, medical or attitudinal characteristic similar to those of the 
consumer (Para. 39; 222; 226; 230; 258, lines 8-10). 

As per Claim 27 , Schoenbaum et al. discloses a method for using a computer apparatus 
for evaluating one or more plans, each having one or more plan design options, under which a 
provider supplies a consumer's prescription drug utilization quantity of one or more prescription 
drug, the computer apparatus comprising an input device for receiving input data, a memory 
device connected to the input device for storing the input data, a processor connected to the 
memory device which is programmed to perform operations upon the stored data to produce 
output data, and an output device connected to the processor for outputting the output data, the 
method comprising the steps of: 

- estimating the prescription drug utilization quantity of each prescription drug for the 
consumer, thereby obtaining the projected prescription drug utilization quantity 
(Para. 222; 258, lines 8-10); 

- calculating the cost to the consumer for each plan by accumulating the transactional 
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cost to the consumer for each prescription drug plus any periodic payments made by the 
consumer, wherein the transactional cost is the sum of the unit of each prescription drug under 
the respective plan multiplied by the consumer's projected prescription drug utilization quantity 
of that prescription drug (Para. 39, Table 3a). 
Nevertheless, Schoenbaum et al. fails to disclose: 

inputting values corresponding to each plan design option in each plan; 
- outputting the calculated cost. 
However, Toan et al. discloses inputting values corresponding to each plan design option in each 
plan (Para. 5); and outputting the calculated cost (Para 10). It would have been obvious to one of 
ordinary skill in the art at the time of applicant's invention to modify the method of Schoenbaum 
et al. and provide method for inputting and outputting cost and data corresponding to each plan 
as disclosed by Toan et al. because it would be obvious to want to provide information regarding 
the prospective plan to the consumer so that they may formulate an informed decision 
concerning the plan. 

As per Claim 29 , Schoenbaum et al. further discloses a method wherein the step of 
estimating the projected prescription drug utilization quantity of each prescription drug for the 
consumer comprises deriving the projected prescription drug utilization quantity from the 
average prescription drug utilization quantity of each prescription drug for a population segment 
having at least one demographic, medical or attitudinal characteristic similar to those of the 
consumer (Para. 39; 222; 258, lines 8-10). 
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As per Claim 30 , Schoenbaum et al. fails to disclose a method further comprising the 
step of inputting the consumer's expected prescription drug utilization quantity of each 
prescription drug and wherein the projected prescription drug utilization quantity of each 
prescription drug for the consumer is equal to the consumer's expected prescription drug 
utilization quantity of each prescription drug. However, It would have been obvious to one of 
ordinary skill in the art at the time of applicant's invention to modify the method of Schoenbaum 
et al. wherein the expected and the estimated utilization quantities for each product for the 
consumer are equal. For instance, the process of estimating the utilization quantity of the 
customer is done in order to acquire a value that closely resembles the value the consumer feels 
is adequate, therefore it would have been obvious to want have both the estimated and the 
expected value match as closely as possible. 



Conclusion 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims below for the convenience of the applicant. Although the 
specified citations are representative of the teachings in the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply as well. It is 
respectfully requested that the applicant, in preparing the responses, fully consider the references 
in entirety as potentially teaching all or part of the claimed invention, as well as the context of 
the passage as taught by the prior art or disclosed by the examiner. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fadey S. Jabr whose telephone number is (571) 272-1516. The 
examiner can normally be reached on Mon. - Fri. 7:30am to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on (571) 272-6708. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Fadey S Jabr 
Examiner 
Art Unit 3639 

FSJ 
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Please address mail to be delivered by the United States Postal Service (USPS) as 
follows: 

Commissioner of Patents and Trademarks 
Washington, AC 20231 

or faxed to: 

(571) 273-1516 [Informal/Draft communications, labeled "PROPOSED" or "DRAFT"] 

Hand delivered responses should be brought to the Customer Service Window, Randolph Building, 401 
Dulany Street, Alexandria, VA 22314 




